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The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- ff the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 



2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1^9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 6:9 is/are allowed. 

6) 13 Claim(s) 7^5 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 06 August 2001 is/are: a)Q accepted or b)|3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 185(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) |3 Notice of References Cited (PTO-892) 4) \Z\ Interview Summary (PTO-413) Paper No(s). . 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) EH Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 
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DETAILED ACTION 



Drawings 



1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: 10. A proposed drawing correction or corrected drawings are required in 
reply to the Office action to avoid abandonment of the application. The objection to the 
drawings will not be held in abeyance. 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference sign(s) not mentioned in the description: 
24, 81 and 234c. A proposed drawing correction, corrected drawings, or amendment to 
the specification to add the reference sign(s) in the description, are required in reply to 
the Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter, which was 
not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 



Claim Rejections - 35 USC §112 
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Art Unit: 2611 

Referring to claim 1, Line 17, the applicant states, "each of said attenuator 
components being of identical design" and at Lines 19-20 stating, "said attenuator 
components having a range of varying performance characteristics". The examiner 
notes that if each component were identical in design, then each component would 
have the same "varying characteristics". According to the applicant's specification on 
Page 27, Lines 9-10: "There may be as many as twenty or more such components, 
having characteristics varying from one to another". Therefore, the specification 
teaches that each component's varying characteristics differ from component to 
component. Examiner suggests the claim be amended to reflect that each component 
contains "varying characteristics" that differ from component to component. 



A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states, "Whoever invents or discovers 
any new and useful process ... may obtain a patent therefor..." (Emphasis added). 
Thus, the term "same invention," in this context, means an invention drawn to identical 
subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 
F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 
(CCPA1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

4. Claims 1-5 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-5 of copending Application No. 09/426,624. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 



Double Patenting 



patented. 



Application/Control Number: 09/922,881 Page 4 

Art Unit: 2611 

Claims 1-5 of the instant application are identical to claims 1-5 of the copending 
'624 application, with the exception of applicant reciting a " forward " signal in the instant 
application, as opposed to a " feed " signal in the copending '624 application. The 
examiner states that these terms are analogous in accordance with the following 
teachings: 

Baran (U.S. Patent 5,421,030) teaches " while the low pass sections in 
combination with the TV feeder extender amplifier pass signals in the 50-400 MHz 
range in the downstream direction only ". Therefore, Baran provides a teaching of a 
"feed" amplifier only being used in a downstream direction. 

Furthermore, applicants own specification defines that the "feed" amplifier is used 
for strictly the downstream direction. Note page 4 of the copending '624 application, 
which states, "Such feed signal amplifiers are capable only of amplifying the feed 
signals fed into the coaxial cable from the head end and equalizing them across the 
frequency band but cannot amplify return signals, passing in the opposite direction". 
Also note page 4 of the instant application, which states, "Such forward signal amplifiers 
and equalizers are capable only of amplifying the forward signals fed into the coaxial 
cable from the head end and equalizing them across the forward signal frequency band 
but cannot amplify or equalize return signals, passing in the opposite direction". Since 
in both passages the signals are coming from the head end and in a direction opposition 
of the return path (i.e. the forward path), the "feed" signal described in copending 
application '624 is therefore, analogous to the "forward" signal described in the instant 
application. 
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Allowable Subject Matter 



5. Claims 6-9 are allowed. 

The following is an examiner's statement of reasons for allowance: 
Referring to independent claim 6, the prior art of record fails to anticipate or 
rendered obvious an equalizer having receptacles for receiving plug in circuit 
components (as shown in Figure 5 of the instant application). The prior art of record 
(cited below) clearly defines "plug-in equalizers", but fail to teach an equalizer that 
contains a receptacle for receiving a plug-in attenuator component. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 



6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Hoang et al. (U.S. Patent No. 6,549,087) discloses a variable equalizer, where a 
top branch includes parallel coupled RC networks, but no description of how these RC 
network are connected, furthermore, the equalizer circuit provides no description of a 
receptacle for a plug-in module . 

Cowen et al. (U.S. Patent No. 5,742,205) discloses a plug-in equalizer for a 
forward equalizer, but provides no description of the equalizer containing a receptacle 
for a plug-in module. 



Conclusion 
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Art Unit: 2611 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason P Salce whose telephone number is (703) 305- 
1824. The examiner can normally be reached on M-Th 8am-6pm (every other Friday 
off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Faile can be reached on (703) 305-4380. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 



4700. 




October 16, 2003 



ANDREW FAILE 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



